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DETAILED ACTION 

1 . Claims 1 -1 2 are pending in this Office Action. 

Priority 

2. This application claims the benefit of FINLAND FI-20010604 (03/23/01 ). 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. . 

Information Disclosure Statement 

4. The information disclosure statements (IDS) filed 03/14/02 and 09/1 1/02 have 
been considered. 

Claim Objections 

5. Claim 1 is objected to because of the following informalities: In line 2, "a first 
server, i.e. content server" should just be "a contentserver" for complete clarity and 
consistency with the remaining claims. Also, in line 4, "a second server, i.e. proxy" 
should just be "a proxy" for complete clarity and consistency with the remaining claims. 
Appropriate correction is required. 

6. Claims 3 and 4 are objected to because of the following informalities: The 
examiner believes Claims 3 and 4 were intended to be dependent on Claim 2 and will 
interpret the claims as such. Appropriate correction is required. . 
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7. Claim 7 is objected to because of the following informalities: In line 2, "billing 
information" should be "billing information related to the content service" for complete 
clarity and consistency. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 5 and 9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

10. Claim 5 recites the limitation "the billing information of the access network" in line 
3. There is insufficient antecedent basis for this limitation in the claim. 

1 1 . Claim 9 is directed towards a conditional limitation, with the condition being the 
content provider pays for the content service. However, once the condition is met, an 
active step is not taken. The limitation only presents an optional choice for the content 
service provider, " can also pay" (emphasis added), that does not distinctly define a 
relationship with the claimed invention. Obviously, a content service provider may 
choose to pay for whatever they desire. However, the important and necessary 
relationship concerns how the choice is implemented or acted upon by the claimed 
invention. Since Claim 9 does not distinctly express this relationship, Claim 9 fails to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Therefore, Claim 9 is indefinite. 
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Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

13. Claims 1-4, 7, 8, 11 and 12 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent 6,047,051 by Ginzboorg et al. (Ginzboorg). 

14. With respect to Claim 1 , Ginzboorg teaches a method for providing a content 
service to a subscriber terminal from a first server, i.e. content server, wherein the 
provision of the content service from the content server to the subscriber terminal is 
controlled by a second server, i.e. proxy, and said control of the content service 
provision comprises the following steps: - receiving in the proxy a service request for 
providing a content service (Col. 5 lines 43 - Col. 6 line 2), - determining by means of 
the proxy a billing address for the content service (Col. 5 lines 56-65 and Col. 7 lines 
47-59) - providing the content service corresponding to the service request under the 
control of the proxy from the content server to the subscriber terminal (Col. 6 lines 55- 
63), and - generating billing information related to the content service (Col. 6 lines 3-29 
and Col. 7 lines 36-59). 

15. With respect to Claim 2, Ginzboorg teaches all the limitations of Claim 1 and 
further teaches wherein the subscriber terminal is located in an access network in which 
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the subscriber terminal is addressed by an access network subscriber identity (Col. 5 
lines 19-23 and lines 52-60), and the content server is located in a service network in 
which it is addressed by an IP address (Col. 4 lines 37-42), and wherein the 
determination of the billing address comprises the following steps: - allocating an IP 
address to the subscriber identity in the access network or at its edge (Col. 5 lines 52- 
62 - Note: The socket address of a TCP connection would contain the IP address 
allocated to the subscriber), - receiving in the proxy the IP address allocated to the 
subscriber identity (Col. 5 lines 52-62), -'determining in the proxy on the basis of the 
received IP address the subscriber identity of the subscriber terminal and using it to 
determine the billing address (Col. 5 lines 52-65 and Col. 7 lines 47-59). 

16. With respect to Claim 3, Ginzboorg teaches all the limitations of Claim 1 and 
further teaches wherein the determination of the subscriber identity on the basis of the 
received IP address comprises an inquiry to a database in the proxy (Col. 5 line 52 - Col 
6 line 2). 

1 7. With respect to Claim 4, Ginzboorg teaches all the limitations of Claim 1 and 
further teaches wherein the determination of the subscriber identity on the basis of the 
received IP address comprises an inquiry to the access network (Col. 5 line 52 - Col 6 
line 2). 

18. With respect to Claim 6, Ginzboorg teaches all the limitations of Claim 1 and 
further teaches wherein the subscriber identity of the subscriber terminal is hidden from 
the content server (Col. 5 line 52 - Col 6 line 2). 
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19. With respect to Claim 7, Ginzboorg teaches all the limitations of Claim 1 and 
further teaches wherein the generation of the billing information comprises the step of 
maintaining billing criteria in a database functionally connected to the proxy (Col. 6 lines 
3-29). , ' 

20. With respect to Claim 8, Ginzboorg teaches all the limitations of Claim 1 and 
further teaches wherein the billing criteria comprise the payer of the content service 
(Col. 6 lines 3-29 and Fig. 4). 

21 . With respect to Claim 1 1 , Ginzboorg teaches all the limitations of Claim 1 and 
further teaches wherein the billing criteria comprise information on whether the content 
service in question belongs to a group of services with a special price (Col. 12 lines 42- 
53). 

22. With respect to Claim 12, Ginzboorg teaches a proxy for providing a content 
service to a subscriber terminal from a content server, wherein the proxy comprises a 
control logic for controlling the provision of the content service from the content server 
to the subscriber terminal, and wherein the control logic comprises the following logic: - 
a first logic for determining a billing address for the content service (Col. 5 lines 56-65 
and Col. 7 lines 47-59), - a second logic for providing a content service corresponding 
to a service request under the control of the proxy from the content server to the 
subscriber terminal (Col. 6 lines 55-63), and - a third logic for generating billing 
information related to the content service(Col. 6 lines 3-29 and Col. 7 lines 36-59). 



Claim Rejections - 35 USC § 103 
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23. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by themanner in which the invention was made. 

24. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ginzboorg in view of U.S. Patent 5,956,391 by Melen et al. (Melen). 

25. With respect to Claim 5, Ginzboorg teaches all the limitations of Claim 1 and 
further teaches the forming of bills by using known methods (Col. 7 lines 50-59). 
Ginzboorg does not explicitly disclose wherein the billing information related to the 
content service is sent to the access network to be combined with the billing information 
of the access network. Melen teaches a method where billing information related to 
content services is sent to the access network to be combined with the billing 
information of the access network (Col. 3 line 63 - Col. 4 line 10, and Col. 8 line 50 - 
Col. 9 line 7). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to fake the method disclosed by Ginzboorg and modify it as 
indicated by Melen such that the method further comprises wherein said billing 
information related to the content service is sent to the access network to be combined 
with the billing information of the access network. One would be motivated to have this 
as it improves the reliability of ordering content services (Col. 3 lines 50-60 of Melen). 
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26. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ginzboorg in view of U.S. Patent 5,970,477 by Roden (Roden). 

27. With respect to Claim 9, Ginzboorg teaches all the limitations of Claim 1 . 
Ginzboorg does not explicitly disclose that when a content service provider pays for the 
content service, the provider can also pay for telecommunication costs between the 
subscriber terminal and proxy. Roden teaches that when a when a content service 
provider pays for the content service, the provider can also pay for telecommunication 
costs between the subscriber terminal and proxy such that the use of the content 
service is free of charge to the subscriber (Col. 7 lines 9-17, Col. 8 lines 43-57 and Col. 
9 lines 7-25). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to take the method disclosed by Ginzboorg and modify it as 
indicated by Roden such that the method further comprises wherein if the content 
service provider pays for the content service, the content service provider can also pay 
for telecommunications costs between the subscriber terminal and the proxy, in which 
case the use of the content service is completely free of charge to the subscriber. One 
would be motivated to have this as there is need for flexible methods for allocating costs 
associated with Internet access (Col. 4 lines 32-40 of Roden). 

28. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ginzboorg in view of U.S. Patent Application Publication 2002/00591 14 by Cockrill et al 
(Cockrill). 
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29. With respect to Claim 10, Ginzbobrg teaches all the limitations of Claim 1 but 
does not explicitly disclose information on whether the subscriber has been billed for the 
same content service, in which case the following uses of the same content service will 
be billed according to a lower tariff or not at all. Cockrill teaches information to 
determine whether the subscriber has been billed for the same content service, in which 
case the following uses of the same content service will be billed according to a lower 
tariff or not at all (Page 7 [0071], particularly step 807). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to take the method of 
Ginzboorg and modify it as indicated by Cockrill such that the metho'd further comprises 
wherein the billing criteria comprise information on whether the subscriber in question 
has already been billed for the same content service, in which case the following uses 
of the same content service will be billed according to a lower tariff or not at all. One 
would be motivated to have this as it facilitates the purchase of content and 
management of purchased content (Page 2 [001 5] and [001 6] of Cockrill). 

Conclusion 

30. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

31 . U.S. Patent 5,905,736 by Ronen et al. "Method for the billing of transactions over 
the internet" May 18, 1999. Discloses the use of a transaction server that can form bills, 
for purchased content services, through the mapping of an IP address to a subscriber 
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Identifier. The subscriber can establish multiple charge accounts and can associate 
billing criteria with each one. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Lazaro whose telephone number is 571-272- 
3986. The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on 571-272-3978. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




David Lazaro 
January 6, 2005 



HOSAIN ALAM 
1PERVSSOHY PATENT EXAMINER 



